AMENDMENT UNDER 37 C.F.R. §1.111 
U.S. Application No.: 10/679,446 



Attorney Docket Q77850 



REMARKS 

In the present Amendment, claims 12 and 13 have been rewritten in independent form. 
Claims 1-11 and 14-17 have been canceled. 

No new matter has been added and entry of the Amendment is respectfully requested. 
Upon entry of the Amendment, claims 12 and 13 will be all the claims pending in the 
application. 

L Response to Rejection Under 35 U,S.C 8 112, Second Paragraph 

In Paragraph No. 3 of the Office Action, claims 1-17 are rejected under 35 U.S.C. § 1 12, 
second paragraph, as allegedly being indefinite. 

Specifically, the Examiner asserts that the attachment points for ^ in formula (1) and 
Y^' in formula (3) are unclear. 

Applicants respectfiiUy submit that present claims 12 and 13 are not indefinite. 
Specifically, Y^* in formula (1) is defined by its partial structure and bonding position. As 
shown in formulae (2-1) to (2-6), the bonding from Y^^ to the linear structure of formula (1) 
occurs via a C=C (double) bond, at the carbon atom next to various fimctional groups, i.e., -CN, 
-CO-, -SO2-, -C=C(CN)2, "CHN — and -C00-. In addition, the present specification provides 
specific examples of such compounds (see pages 18-20). Similarly, Y"^^ in formula (3) is defined 
by its partial structure and bonding position, hi addition, Y*^' may be an oxygen atom. 
Accordingly, Applicants respectfiilly submit that one skilled in the art would understand the 
structural features of the presently claimed compounds. 
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Further, Applicants wish to point out that compounds D-1 through DD-53, which are 
referred to by the Examiner, are encompassed by the formula (3) of the present invention when 
Y^' is an oxygen atom. Moreover, compounds A-1 through B-19, which are also referred to by 
the Examiner, are encompassed by the formula (1) (or formula (3)) of the present invention when 
Y^* (or Y^^) contains two -CN groups. 

In addition, claims 1-11 and 14-17 have been canceled. 

In view of the above, the Examiner is respectfully requested to reconsider and withdraw 
the rejection. 

II. Response to Rejection Under 35 U.S.C SS 102 and 103 

a. In Paragraph No. 6 of the Office Action, claims 1, 3-8, 10-11 and 14-17 are 
rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by Anish (U.S. Pat. No. 
2,435,865). Further, in Paragraph No. 7 of the Office Action, claims 1, 3-8, 10-1 1 and 14-17 are 
rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by Jones (U.S. Pat. No. 
2,860,984). Still further, in Paragraph No. 8 of the Office Action, claims 1-8, 10-1 1 and 14-17 
are rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by Brooker et al (U.S. Pat. 
No. 3,715,351). Moreover, in Paragraph No. 9 of the Office Action, claims 1, 3-8 and 10-1 1 are 
rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by Dust et al (U.S. Pat. No. 
4,876,356). Still fiirther, in Paragraph No. 10 of the Office Action, claims 1, 3-8 and 10-1 1 are 
rejected under 35 U.S.C. § 103(a) as allegedly being obvious over Dust et al. Furthermore, in 
Paragraph No. 1 1 of the Office Action, claims 1 and 3-1 1 are rejected under 35 U.S.C. § 102(b) 
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as allegedly being anticipated by Chapman et al (U.S. Pat. No. 6,187,502). Still further, in 
Paragraph No, 12 of the Office Action, claims 1,3-11 and 14-17 are rejected under 35 U.S.C. § 
103(a) as allegedly being obvious over Chapman et al. Still further, in Paragraph No. 13 of the 
Office Action, claims 1-3, 5-8 and 10-1 1 are rejected under 35 U.S.C. § 102(b) as allegedly 
being anticipated by JP 02-004582 to Yabe et al ("JP '582"). Still further, in Paragraph No. 14 
of the Office Action, claims 1-3, 5-8, 10-1 1 and 14-17 are rejected under 35 U.S.C. § 103(a) as 
allegedly being obvious over Yabe et al. Still further, in Paragraph No. 15 of the Office Action, 
claims 1,3-11 and 14-17 are rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by 
Hioki (U.S. Pat. No. 5,459,025). Moreover, in Paragraph No. 16 of the Office Action, claims 1 
and 3-1 1 are rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by Mee (U.S. Pat. 
No. 4,080,496). Furthermore, in Paragraph No. 17 of the Office Action, claims 1-3, 5-1 1 and 14- 
17 are rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by Bell (U.S. Pat. No. 
4,551,413). Last, in Paragraph No. 18 of the Office Action, claims 1-1 1 and 14-17 are rejected 
under 35 U.S.C. § 102(b) as allegedly being anticipated by Katagiri et al (U.S. Pat. No. 
5,079,128). 

Applicants respectfully submit that these rejections are moot because claims 1-11 and 14- 
1 7 have been canceled. 

b. In Paragraph No. 1 9 of the Office Action, claims 1 - 1 7 are rejected under 35 
U.S.C. § 103(a) as allegedly being obvious over either of Katagiri et al. Bell, Brooker et al, 
Anish, Jones or Chapman et al, in view of Soini et al (U.S. Pat. No. 5,891,738) combined with 
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Feldner et al (Non-linear optical properties of specific polymethines: Influence of substituents 
and chain length, Nonlinear Optics, vol. 26(1-3), pp. 99-106, 2000) and/or Foucault et al (Two 
photon absorption inorganic dyes relation with the symmetry of levels, Optics Comm., vol. 
15(3), pp 412-415, 1975). 

Applicants respectfully submit that present claims 12 and 13 are patentable over the cited 
references for at least the following reasons. 

i. Katagiri et al 

Katagiri et al discloses an optional recording medium comprising a polymethine family 
dye, a perylium family dye or a cyanine family dye (Abstract). Formula (9), which is relied upon 
by the Examiner has the following formula: 



The above formula (9) of Katagiri et al does not meet the requirements of the presently 
claimed formula (1), because the substituents corresponding to the X^^ and X^^ in the presently 
claimed formula (1) are bonded to the substituents corresponding to the R^^ and R*^ in the 
presently claimed formula (1) to form rings, and thus are not themselves a substituted or 
unsubstituted aryl group, or a substituted or unsubstituted heterocyclic group as defined in the 
present claims. 




R93 R94 wherein A3" is 



•94 
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Moreover, the above formula (9) of Katagiri et al does not meet the requirements of the 
presently claimed formula (3), because it does not contain a N-containing ring including the 
carbon atom which is co- to the C=0 group (with consideration of the ketone form). 

In addition, Soini et al, Feldner et al and Foucault et al do not rectify the deficiencies of 
Katagiri et al with respect to the structure of the dye described therein. 

Therefore, even if there might be motivation to combine Katagiri et al with the secondary 
references, the combination still would not result in the present invention. 

ii. Anish 

Anish discloses compounds of the following formula: 
R 

l_ 

Y C Y yt 




W-^ ^C— C=(CH— CH)n=C^ -pW 

N N 




The above formula of Anish differs from the presently claimed formula (1) or (3), in that 

YiiorY^^ 

it does not contain the I I partial structure, wherein C=Y* * or Y"^^ as shown, 
means one double bond, rather than two single bonds, between C and ^ or 

In addition, Soini et al, Feldner et al and Foucault et al do not rectify the deficiencies of 
Anish with respect to the structure of the dye described therein. 

Therefore, even if there might be motivation to combine Anish with the secondary 
references, the combination still would not result in the present invention. 

iii. Jones 
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Jones discloses supersensitized photographic emulsions containing polymethine dyes and 
ketones (Title). The polymethine dyes are represented by the following formulae (I) and (II), 
and the ketone compounds are represented by the following formulae (III) and (IV): 

R — N C=CH-CH=C— C=CC (I) 

I I XN 
Ri R2 

/'^\ ^CN 

R— N C=CH-CH=CH-C=CC (H) 

I XN 

R3 



D— CH=C— C— C=CH— D 

\ / 
CH2^Cn2 

o 



(III) 



R4— C-CH=CH(-CH=CH)n.i— ^ ^ (IV) 

(col. 1, lines 51 -col. 2, line 41). 
Formulae (D and (ID 

The above formulae (I) and (II) of Jones differs from the presently claimed formula (1) or 

^c=c— c— c=cC^ 
(3), in that they do not contain the I I partial structure. 



Formula flin 



O 



The above formula (III) of Jones has the I I partial structure; however, 
it does not contain the presently claimed Y", which contains at least one of partial structures 
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represented by the formulae (2-1) to (2-6). Therefore, the formula (III) of Jones does not meet 
the requirements of the presently claimed formula (1). 

Further, in the above formula (III) of Jones, D represents a dialkylaminoaryl group or a 
pyrryl group. Jones provides the following specific examples of formula (III): 



HC— C-CH=C— C— C=CH-C— CH 
II II \ / II II 

P\ CH2~Cn2 pN. 
H3C \/ CH3 HaC^ V CH3 

I t 

2,5-di[(2,5-dimethyl- 1 -phenyl-3-pyrryl)methylene]cyclopentanone 
HsCv ,r~\ ?\ ^CH3 



^N— f \-CH=C-C— C=CH— (v /— N' 

2,5-di(p-dimethylaniinobenzal)cyclopentanone 

2, 5-Di[(2,5-dimethyl-l-phenyl-3-pyrryl)methylene]cyclopentanone has two 
N-containing 5-membered rings; however, it does not meet the requirements of the presently 
claimed formula (3). Specifically, the N-containing 5-membered rings in 2, 5-di[(2,5-dimethyl- 
l-phenyl-3-pyrryl)methylene]cyclopentanone contain the carbon atoms which are y- to the 
carbonyl group. In contrast, in the presently claimed formula (3), the carbon atoms which are y- 
to the carbonyl group, are not contained in the N-containing rings. 

2,5-Di(p-dimethylaminobenzal)cyclopentanone) does not meet the requirements of the 
presently claimed formula (3), because it does not contain any N-containing 5- or 6-membered 
rings. 

Therefore, the formula (III) of Jones does not meet the requirements of the presently 
claimed formula (3). 
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Formula (m 

The above formula (IV) of Jones differs from the presently claimed formula (1), in that it 

Y11 

\c=c-c-c=< 

does not contain the I I partial structure in the presently claimed formula ( 1 ). 

Further, in the above formula (IV) of Jones, R4 represents an aryl group, a 
dialkylaminoarylvinyl group or a dialkylaminoaryl-l,3-butadienyl group; and R5 and R6 each 
represents a lower alkyl group. That is, the above formula (IV) of Jones does not contain any N- 
containing 5- or 6-membered rings. For this reason, the formula (III) of Jones does not meet the 
requirements of the presently claimed formula (3). 

In addition, Soini et al, Feldner et al and Foucauh et al do not rectify the deficiencies of 
Jones with respect to the structures of the dyes described therein. 

Therefore, even if there might be motivation to combine Jones with the secondary 
references, the combination still would not result in the present invention. 

iv. Chapman et al 

IR-3, IR-5 and IR-8 of Chapman et al do not meet the requirements of the presently 

YiiorY3^ 
>=c-c-c=< 

claimed formula (1 ) or (3), because they do not contain the I I partial 
structure. As set forth above, C=Y^^ (or Y^') as shown, means one double bond, rather than one 
or two single bonds. 

In addition, Soini et al, Feldner et al and Foucault et al do not rectify the deficiencies of 
Chapman et al with respect to the structure of the dye described therein. 
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Therefore, even if there might be motivation to combine Chapman et al with the 
secondary references, the combination still would not result in the present invention. 

Furthermore, none of the cited references disclose a method for inducing a non-resonant 
two-photon absorption comprising irradiating with laser beams having a wavelength longer than 
the linear absorption band of the presently claimed compound, or a method for generating an 
emission of non-resonant two-photon by inducing non-resonant two-photon absorption and 
generating an emission. 

In addition, as noted above, claims 1-11 and 14-17 have been canceled. 

In view of the foregoing, Applicants respectfully submit that claims 12 and 13 are not 
obvious over the cited references and thus the rejection should be withdrawn. 

III. Response to Double Patenting Rejections 

In Paragraph No. 21 of the Office Action, claims 1-17 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as allegedly being unpatentable over 
claims 1-26 of copending Application No. 10/849,519 ("the '519 application"). Further, in 
Paragraph No. 22 of the Office Action, claims 1-1 7 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as allegedly being unpatentable over claims 1-18 
of copending Application No. 10/804,144 ("the '144 application"). Last, in Paragraph No. 23 of 
the Office Action, claims 1-17 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as allegedly being unpatentable over claims 1-13 of 
copending Application No. 10/892,306 ("the '306 application"). 
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Applicants submit herewith a Terminal Disclaimer. Accordingly, the Examiner is 
respectfully requested to reconsider and withdraw the provisional double patenting rejections. 

IV. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 




SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



Fang Liu 

Registration No. 51,283 



WASHINGTON OFRCE 



23373 



CUSTOMER NUMBER 



Date: August 1 8, 2006 
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